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DETAILED ACTION 

Claim 1-4 are pending and under examination. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1, 3 and 4 stand rejected under 35 U.S.C. 103(a) as being unpatentable 
over Boskovic et al. (US 5,124,162) in view of Tang et al. (US 5,854,487) and Rohrbach 
etal. (US 4,511,654). 

Applicant asserts that Rohrbach teaches away from any use of the 
dextrins of the invention and is directed to making a permeate with a high glucose or 
maltose content. Applicant argues that Rohrbach teaches the undesirability of the 
dextrins of larger molecular weight than maltose of the invention and that the reference 
teaches away from the invention and from the combination with Boskovic. 

Applicant argues that Tang does not overcome the deficiencies of Rohrbach or 
Boskovic and that the teachings of Tang are contrary to the invention because Tang is 
concerned with a non-retrograding material that is contrary to the use of ultrafiltration to 
remove retrograded amylose. Applicant concludes that unlike the retrograded amylose 
that is formed and removed, Tang seeks to avoid formation of retrograded materials. 
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Applicant concludes that there is no motivation to combine the three references 
because the references diverge, and when combined, do not result in the claimed 
method of the invention. 

Responding to Applicant's argument that Rohrbach teaches away from the use of 
any dextrins and that the permeate should contain high glucose or maltose content, 
Rohrbach discloses a method of making a permeate having a DP that is adjustable by 
the ordinary artisan. Rohrbach may exemplify permeates with high glucose of maltose 
content but he clearly demonstrates that the DP of the permeate is adjustable. At 
column 10, Rohrbach discloses filtered products having 9.7% DP3 oligosaccharide and 
0.2% of a DP9+ oligosaccharide. Hence the total DP is 9.9% ( col. 10, lines 32-36) 
meets the range limitation recited by claim 1 . Rohrbach further teaches the adjustment 
of alpha-amylase (col. 3, lines 42-47) to adjust the DE of the pre-beta-amylase 
hydrolyzed slurry to about 5-25. The examples employ an alpha-amylase adjusted 
slurry having a DE of 1 5. In Ex. Ill, Rohrbach discloses that the DE of the alpha- 
amylase adjusted slurry can be adjusted according to the desired level (col. 10, lines 5- 
7). Therefore, Rohrbach clearly teaches that maltodextrin products having a DP up to a 
value of 10, as claimed in the instant invention, can be produced by his method. 

Responding to Applicant's argument that Tang is contrary to the invention 
because said reference seeks to avoid the formation of retrograded materials and is 
contrary to the use of ultrafiltration to remove retrograded amylose, Tang discloses that 
it is desirable to employ nanofiltration to enzyme- or acid-hydrozylates of starch to 
remove retrograded amylose an to obtain a low DE hydrozylate blend. Such products 
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are substantially retrograde-product free and have a very low viscosity. Low DE 
products that lack retrograded amylose are particularly suited for spray-drying (abstract 
and col. 3, lines 63-68 to col. 4, lines 1-13). 

Responding to Applicant's conclusion that a prima facie case has not be made, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to employ a low DE starch that has been hydrolyzed by alpha-amylase and beta- 
amylase followed by the filtration of retrograded amylose as a carrier for spray-drying 
maltose containing products. The ordinary artisan would have been motivated to do so 
becasue Tang specifically recommends that enzvme-hvdrolvzed starch which have 
been subjected to retrograded amylose removal are very desirable for spray drying due 
to their very low viscosity . The ordinary artisan would have had a reasonable 
expectation that the method of producing a maltodextrin according to Rohrbach (e.g., 
treatment of starch bv alpha-amvlase and beta-amvlase followed bv the filtration of 
retrograded amylose) would suit the spray-drying method disclosed by Boskovic 
because it has reduced retrograded amylose content as recommend bv Tang and has a 
DE at least less than 25% that can be adjusted as needed according to Rohrbach. 

Claims 1, 2 and 4 stand rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kaper etal. (US 4,780,149) and Rohrbach etal. (US 4,51 1 ,654). 

Applicant argues that Kaper does not teach the removal of any portion of the 
retrograded amylose and that the material of Kaper appears to be different from 
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the dextrin specified in the pending claims. Applicants the rejection is further deficient in 
combination with Rohrbach because Rohrbach teaches the undesirability of 
high molecular weight dextrins other than maltose, a disaccharide (DP 2) of low 
molecular weight. Applicant asserts that these references may be considered together 
only in hindsight and the combined references would not yield the dextrin from 
which at least some retrograded amylase had been removed. 

Responding to Applicant's arguments, Kaper does not teach that the retrograded 
amylose is removed by ultrafiltration. However, Kaper teaches the removal of 
retrograded amvlose bv precipitation via centrifuge or filtration (Kaper discloses the 
preparation of a maltose/ p -limit dextrin composition by contacting starch with B- 
amylase, followed by ct-amylase treatment, and precipitation of the retrograded amylose 
and separation from the B-dextrin/maltose-containing solution by centrifugation or 
filtration. See column 1 , lines 44-52; and in particular column 3, lines 1-25 discussing 
the embodiment wherein the precipitated amylose is removed from the dextrin and 
maltose-containing solution). 

Rohrbach discloses that another method for the removal of retrograded amylose 
by the ultrafiltration step (see Ex. Ill at col. 10, lines 1-44). Hence, ultrafiltration is an 
equivalent alternative method compared to centrifugation for the removal of retrograded 
amylose for starch hydrozylates. Ultrafiltration is also a specie of filtration. Regarding 
the alleged teach away from dextrin formation by Rohrbach, Rohrbach clearly teaches 
that maltodextrin products having a DP up to a value of 10, as claimed in the instant 
invention, can be produced by his method. Hence, the prior art methods are related. 
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Thus, in response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SUSAN HANLEY whose telephone number is (571 )272- 
2508. The examiner can normally be reached on M-F 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Wityshyn can be reached on 571-272-0926. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Susan Hanley/ 
Examiner, Art Unit 1651 

/Sandra Saucier/ 

Primary Examiner, Art Unit 1651 



